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TRADEMARKS

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Application Setial No. 77/070,074 for “DIRACTIN>,

SCHERING
CORPORATION, o
pposet,
v. OPPOSITION NO. 91180212
IDEA AG, Applicant.

‘The Trademark Trial and Appeal Board
P.O. Box 1451
Alexandria, VA 22313-1451

APPLICANT’S MOTION TO EXTEND TIME TO RESPOND TO DISCOVERY
REQUESTS PROPOUNDED BY OPPOSER

Pursuant to Rule 6(b) of the Federal Rules of Civil Procedure (Fed. R. Civ. Proc.) and Rules
2.116 and 2.120 of the Trademark Rules of Practice of the United States Patent and Tradematk
Office (35 C.F.R. Part 2), IDEA AG (“Applicant”), through its undersigned counsel, respectfully
requests a sixty (60) day extension of time, or such other extension as the Board deems to be
teasonable, for responding to SCHERING Cotporation’s (“Opposer”) First Request for the
Production of Documents and Things and Opposer’s Fitst Set of Interrogatories to Applicant and
Opposet’s First Request for Admissions, wherein said extension is to run from the mailing date of
the granting this motion as ordered by the Board. Applicant further requests that the testimony

petiods be extended sixty (60) days from the presently scheduled dates.
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TRADEMARKS

I BACKGROUND

On October 22, 2007, Opposer filed a Notice of Opposition against Application Serial No.
77070074 for the DIRACTIN mark having the allowed description language of “Pharmaceutical
Preparations for Medical and Therapeutic Use, namely the Prevention and Treatment of Pain;
Pharmaceutical Preparations for Dermal Administration, to Treat Pain and Inflammation”.
Opposer asserts, among other things, that it owns the distinctive marks shown in Registration Nos.
780553 (“TINACTIN”, description: “Fungicidal Preparations”), 2291218 (“TOUGH ACTIN’,
description: “Pharmaceutical preparation, namely, antifungal preparation”) and 1965765 (TOUGH
ACTIN’ TINACTIN”, description: “Pharmaceutical preparations, namely antifungal preparations”),
collectively the “Opposer’s Marks”. Opposer also asserts that it has used the Opposer’s Marks “for
pharmaceutical preparations to treat fungal infections, butning and itching of the skin, and chaffing
and cracking of the skin” prior to the filing date of Applicant’s application (Not. of Opp. 99 1-3).
As grounds for opposition, Opposer alleges priority and likelihood of confusion under Section 2(d)
of the Trademark Act, 15 U.S.C. § 1052(d) (Not. of Opp. § 10).

On October 23, 2007, the Board instituted this proceeding and set discovery to open on
November 12, 2007, and to close on May 10, 2008. Applicant’s Answer was due on December 2,
2007.

On November 21, 2007, Applicant filed an Answer denying the essential allegations in the
Notice of Opposition. The Answer was propetly signed and dated, contained a Certificate of
Service, and was served on Opposer as tequired.

On May 12, 2008, Opposer served the Applicant with Opposer’s First Request for the
Production of Documents and Things and Opposet’s First Set of Interrogatories to Applicant and

Opposer’s First Request for Admissions. (Copies of these Requests are attached as Exhibit A,

Opposition No. 91180212
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TRADEMARKS

Exhibit B, and Exhibit C, respectively). Responses to Opposer’s discovery requests are presently

due on June 12, 2008.

II. MOTION TO EXTEND

In accordance with Fed. R. Civ. Proc. 6(b), and 37 C.F.R. §§ 2.116 and 2.120, Applicant
respectfully requests a sixty (60) day extension of time, ot such other extension as the Board deems
to be reasonable, for responding to Opposer’s Fitst Request for the Production of Documents and
Things and Opposer’s First Set of Interrogatoties to Applicant and Opposer’s First Request for
Admissions, wherein said extension is to run from the mailing date of the granting this motion as
ordeted by the Board. Applicant further requests that the testimony periods be extended sixty (60)
days from the presently scheduled dates.

We consider that Applicant has made every effort to be diligent with respect to its conduct
during the trademark proceedings in connection with the mark “DIRACTIN?, by, e.g. timely filing all
submissions well in advance of the required deadlines without any prior request for an extension.
We also respectfully note that Opposer served discovery on the Applicant past the stated discovery
deadline of May 10, 2008 (i.e. on Monday, May 12, 2008), apparently having to take advantage of the
provisions of 37 C.F.R. §2.196 in order to effect a timely submission of documents.

Applicant does not seck an extension of time for purposes of delay; rather Applicant presently
does not have enough time to complete discovety and testimony during the assigned period.
Applicant considers the sixty (60) day extension petiod as an appropriate amount of time to prepare
an adequate response, given the extensive nature of and the scope of information demanded by
Opposer’s discovery requests. We consider the breadth of each of the Opposer’s separate requests
to be quite broad, thereby demanding a significant investment of Applicant’s time to ensure proper

compliance with the request. For example, in the “First Request for Production”, Items 20, 21, 22,

Opposition No. 91180212
Application Serial. No. 77/070,074 3/5
Atty. Docket No. 108-007TUS



TRADEMARKS

24 and 27 appear not to be limited to matter located in the U.S.; Items 25, 26, 29, 30 and especially
36 involve significant investigation into relationships with third parties; in the “First Set of
Interrogatories”, Items 12, 16, 17, 19, 20 and 21 (involving 8 separate subparts) appear not to be
limited to matter located in the U.S. and/or involve matetial of a highly confidential nature. In
addition, we note that IDEA AG is a German business entity, and it will be likely that translations of
certain of the requested materials must be made in order to propetly comply with Opposet’s
requests.

It is kindly requested that the sixty (60) day extension run from the mailing date of the granting
this request as ordered by the Board. Applicant further requests that the testimony periods be

extended sixty (60) days from the presently scheduled dates.
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TRADEMARKS

For the foregoing reasons, Applicant respectfully requests that the Board grant Applicant’s

present motion to extend the response perod for replying to Opposer’s First Request for the

Production of Documents and Things and Opposer’s First Set of Interrogatories to Applicant and

Opposer’s First Request for Admissions, without objections, wherein the extension penod runs

from the mailing date of the Board's ruling on the motion. Applicant further requests that the

testimony pcﬁmls be extended sixty (60) days from the presently scheduled dates.

DATED: June 9, 2008

Oppositon No. 91180212
Application Senal, No. 77/070,074
Anty, Docket No. 108-007TUS
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Respectfully submitted,

Lﬁk"—'—‘_——*———ﬂd‘

ERIC J. SIDEBOTHAM, Esq.
DANIEL M. SHAFER, Esq.

Attorneys for Applicant,
IDEA AG

ERIC . SIDEBOTHAM, APC
TechMart Center

5201 Great America Parkway, Suite
320 ’

Santa Clarg, CA 95054

Telephone: (408) B56-6000

Facsimile:  (408) 608-6001
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Attorney Docket No.: 314399US21

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)
SCHERING CORPORATION, )
)
Opposer, )
)
v ) Opposition No.: 91/180,212
) Appln. Serial No. 77/070,074
IDEA AG, ) Mark: DIRACTIN
)
Applicant. )
)

The Trademark Trial and Appeal Board
P.O. Box 1451
Alexandria, VA 22313-1451

OPPOSER’S FIRST REQUEST FOR PRODUCTION OF DOCUMENTS AND THINGS

SCHERING CORPORATION (“Opposer”), by and through its attorneys, hereby requests,
pursuant to Rule 34 of the Federal Rules of Civil Procedure and Rule 2.120 of the Trademark
Rules of Practice of the United States Patent and Trademark Office, that IDEA AG (“Applicant™)
produce the documents and things listed -below for inspection and copﬁng, and that said
production be made within thirty (30) days following the date of service of this Request upon
Applicant, at the offices of Oblon, Spivak, McClelland, Maier & Neustadt, P.C., 1940 Duke

Street, Alexandria, Virginia 22314,

DEFINITIONS AND INSTRUCTIONS

The definitions and instructions contained in Opposer’s First Set of Interrogatories to

Applicant (the “interrogatories™) are incorporated herein by reference. In addition, the following

instructions shall also apply:



With respect to any document requested below for which a claim of privilege (attorney-
client or work product) is made, indicate the nature of the document; identify by name, address,
title and business affiliation of the writer, the addressee, and all recipients of copies thereof; set
forth the general subject matter to which the document relates and its date; and state the nature of
the privilege asserted for withholding the document.

Applicant shall separately identify the responses to each request by number.

A written response to this request is required pursuant to Fed.R.Civ.P: 34,

REQUESTS

1. Specimens of advertisements (appearing in printed, electronic, or broadcast media)
for Applicant’s goods sold by Applicant or any predecessor or related company bearing
Applicant’s Mark as used in the United States.

2. Specimens of labels for Applicant’s goods sold by Applicant or any predecessor
or related company bearing Appli‘cant’s Mark as used in the United States.

3. Specimens of packages for Applicant’s goods used by Applicant or any
predecessor or related company bearing Applicant’s Mark as used in the United States.

4, Specimens of printed items (such as, but not limited to brochures, technical
bulletins and manuals, promotional literature) to promote the sale and use of Applicant’s goods
used by Applicant or any predecessor or related company bearing Applicant’s Mark as used in
the United States.

5. Specimens of electronic publications (such as, but not limited to brochures,

technical bulletins and manuals, promotional literature) to promote the sale and use of



Applicant’s goods used by Applicant or any predecessor or related company bearing Applicant’s
Mark as used in the United States.
6. All documents which evidence, refer, or relate to the creation, selection, and

adoption of Applicant’s Mark by Applicant or any related company or predecessor, individuals

or companies.

7. All documents which evidence, refer, or relate to consent, authorization or
permission given to Applicant by any person to use Applicant’s Mark in the United States.
8. All documents evidencing, relating, or referring to Applicant’s first use of its

mark DIRACTIN in commerce in or with the United States in connection with each of the goods

set forth in Application Serial No. 77/070,074.

9. All documents evidencing, relating, or referring to Applicant’s continuous use of
its mark DIRACTIN in commerce in or with the United States in connection with each of the

goods set forth in Application Serial No. 77/070,074.

10.  All documents evidencing, relating or referring to Applicant’s products set forth
in Application Serial No. 77/070,074 sold under its mark DIRACTIN in commerce in or with the
United States,

11. Documents evidencing the dollar volume of Applicant’s annual sales in the
United States for each product sold under Applicant’s Mark for each year since Applicant’s first
use of Applicant’s Mark in commerce.

12. Documents evidencing the number of units for each of Applicant’s products sold

in the United States under Applicant’s Mark for each year since Applicant’s first use of

Applicant’s Mark in commerce.



13. All documents evidencing the dollar volume expended by Applicant for
advertising and promotional materials under Applicant’s Mark in the United States for each year
since Applicant’s first use of Applicant’s Mark in commerce.

14. All documents sufficient to identify each media (including print, electronic,
broadcast, Internet) in which Applicant has ad.vertised or promoted, is advertising or promoting,
or plans to advertise or promote the sale and use of goods under Applicant’s Mark in the United
States.

15. All documents including reports and opinions referring or relating to trademark
searches or any other type of search conducted by Applicant in connection with its adoption, use
or application for registration of Applicant’s Mark.

16.  All documents which evidence, refer, or relate to statements, inquiries, comments,
or other communications by or from Applicant’s customers, or competitors, either written or oral,
relating to Opposer or Opposer’s TINACTIN Marks.

17. All documents which evidence, refer, or relate to statements, inquiries, comments,
or other communications by or from Applicant’s customers, competitors or other third parties,
either written or oral, known to Applicant relating to the quality of goods sold under Applicant’s
Mark.

18. All documents which evidence, refer, or relate to statements, inquiries, comments,
or other communications by or from Applicant’s customers, competitors or other third parties,
either written or oral, known to Applicant relating to Applicant’s Mark.

19.  All documents known to Applicant which evidence, refer or relate to instances of

actual consumer confusion involving Applicant’s Mark and Opposer’s Marks.



20.  All documents relating or referring to the channels of distribution through which
Applicant’s goods are sold in the United States under Applicant’s Mark.

21.  All documents relating or referring to the categories of consumers with whom
Applicant does business or to whom Applicant offers its goods under Applicant’s Mark.

22.  All documents which evidence, refer, or relate to any U.S. importers or U.S.
distributors of Applicant’s goods sold under Applicant’s Mark in the United States.

23.  All studies, surveys, market research tests, focus group inquiries, or memoranda
including, but not limited to, demographic or consumer profile studies, relating to the purchasers
or potential purchasers of Applicant’s products sold, offered for sale, advertised or promoted
under Applicant’s Mark in the United States.

24.  All licenses granted by Applicant to any person to use Applicant’s Mark in
connection with any product, including all amendments or modifications to any such licenses,
and all documents relating or referring to any such licenses or amendments or modifications
thereof.

25.  All documents referring or relating to Applicant’s purchase of North American
rights in compounds which directly or indirectly involve Applicant’s DIRACTIN products from
McNeil Specialty Pharmaceuticals, subsidiary of Johnson & Johnson.

26.  All documents referring or relating to Applicant’s purchase of North American
rights in compounds which directly or indirectly involve Applicant’s DIRACTIN products from
McNeil Consumer and Specialty Pharmaceuticals, subsidiary of Johnson & Johnson.

27.  All documents evidencing, relating, or referring to Applicant’s bona fide intention

to use the mark DIRACTIN in commerce.



28.  All documents relating or referring to market plans, marketing projections, or
other marketing or market share documents concerning Applicant’s goods sold in association

with Applicant’s Mark in the United States.

29.  All documents referring or relating to Applicant’s business relationship with TDT,
a subsidiary of Celtic Pharmaceutical Holdings LP.

30.  All documents which evidence, refer, or relate to any direct or indirect rights in
the mark DIRACTIN owned or previously owned by McNeil Specialty Pharmaceuticals.

31.  All documents which evidence, refer, or relate to any direct or indirect rights in
the mark DIRACTIN owned or previously owned by McNeil Consumer and Specialty

Pharmaceuticals.

32. All documents which evidence, refer, or relate to any direct or indirect rights in

the mark DIRACTIN owned or previously owned by Johnson & Johnson.

33.  All documents which evidence, refer, or relate to any direct or indirect rights in
the mark DIRACTIN owned or previously owned by TDT.

34.  All documents which evidence, refer, or relate to any direct or indirect rights in

the mark DIRACTIN owned or previously owned by Celtic Pharmaceutical Holdings LP.

35. All documents identified in Applicant’s Responses to Opposer’s First Set of

Interrogatories.

36.  For every request for Admission which is not admitted without qualification, all

documents which support or relate to the denial or qualification of the admission.



37.  All documents, not otherwise requested herein, referred to by Applicant in

responding to Opposer’s First Set of Interrogatories and Opposer’s First Requests for
Admissions.

Respectfully submitted,

SCHERING CORPORATION

By: /,Omfuﬂ }& foew

David J. Kera

Beth A. Chapman

Oblon, Spivak, McClelland,
Maier & Neustadt, P.C.
1940 Duke Street
Alexandria, Virginia 22314
(703) 413-3000

fax (703) 413-2220

e-mail: tmdocket@oblon.com

Date: May [ 4, 2008
DJK/BAC/mjo  {1atiy\DIK\1246-314399US-pod.doc}




CERTIFICATE OF SERVICE

I hereby certify that a true copy of the foregoing OPPOSER’S FIRST REQUEST FOR

PRODUCTION OF DOCUMENTS AND THINGS was served on counsel for Applicant, this
NESe

day of May, 2008, by sending same via international air mail service, prepaid, to:

Stacey J. Farmer, Ph.D., Esq.
GRUND INTELLECTUAL PROPERTY GROUP
Nikolaistrasse 15
D-80802 Munich
Germany
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Attorney Docket No.: 314399US21"

IN THE UNITED STATES PATENT AND TRADEMARK‘OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

e L e e T By A TN Ty SR A S YA A

)
SCHERING CORPORATION, )
)
Opposer, )
)
v ) Opposition No.: 91/180,212
) Appln. Serial No. 77/070,074
IDEA AG, ) Mark: DIRACTIN
)
Applicant. )
)

The Trademark Trial and Appeal Board
P.O. Box 1451
Alexandria, VA 22313-1451

OPPOSER’S FIRST SET OF INTERROGATORIES TO APPLICANT
Opposer, SCHERING CORPORATION (“Opposer”), by and through its attorneys,

hereby serves the following interrogatories under Rule 33, Fed.R.Civ.P., and Rules 2.116 and
2.120 of the Trademark Rules of Practice of the United States Patent and Trademark Office, to
be answered separately and fully in writing under oath by Applicant, IDEA AG, (“Applicant”).

DEFINITIONS AND INSTRUCTIONS

Each separately numbered or lettered sub-part of each interro gatory requires a separate
answer thereto. Furthermore, these interrogatories shall be deemed to be continuing to the fullest
extent permitted by the Rules and Applicant shall provide Opposer with any supplemental

answers and additional information responsive to the interrogatories which becomes available to

Applicant at a later date.



The following interrogatories and requests are subject to the definitions set forth below:

A. The term “document” shall be construed in its broadest permissible sense, and
shall include any and all means of conveying, storing or memorializing information, whether in
paper, electronic or other form, in the possession, custody or control of Applicant.

B. The term “person” shall include,_ but is not limited to, any natural or juristic
person.

C. “Identify” when used with reference to a natural person means to state the
person’s full name and present or last-known address, his or her current and prior employment
positions and affiliations, and the dates of each. “Identify” when used with reference to any
juristic person means to state that person’s full name and form of legal existence, present or last-
known address, and relationship, if any, to Applicant.

D. “Identify” when used with reference to a document means to state the date and
author or creator (and, if different, the signer or signers), the addressee, type of document (e.g.,
letter, memorandum, e-mail, telegram, chart, inagnetic tape, computer printout, tangible physical
item etc.), its present or last known location and custodian, its general subject matter(s) content,
and all other means of identifying it with sufficient particularity to satisfy the requirements for its
inclusion in a request for its production pursuant to Rule 34, Fed. R. Civ. P., or a subpoena duces
tecum. In the alternative, Applicant may produce the document(s) for inspection and copying at
a time and place mutually convenient to the parties.

E. | “State” or “state all facts” means to state all facts discoverable under Rule 26(b),
Fed. R. Civ, P., that are known to Applicant. When used in reference to a contention, “state,”
“state all facts,” “identify,” “identify all documents,” and “identify all communications” shall

include all facts, documents, and communications negating, as well as supporting, the contention.



When used in reference to a contention, “identify each person” shall include persons having
knowledge of facts negating, as well as supporting, the contention.

F. If Applicant refuses to produce a document(s) based upon a claim of privilege, it
shall (i) identify the document as set forth in paragraph D above, and (ii) set forth the particular
basis for the claim of privilege.

G. “Applicant” shall include Applicant’s agents, employees, affiliates, predecessors
in interest, successors in interest, licensees, franchisees, U.S. importers, U.S. distributors, or any
other related organization.

H. “Applicant’s Mark” refers to the mark DIRACTIN that is the subject of
Application Serial No. 77/070,074, alone or in combination with other words or designs, unless
otherwise stated in the Interrogatory or Document Request or Request for Admission.

L “Opposer’s Marks” refers to the TINACTIN, TOUGH ACTIN’ TINACTIN and
TOUGH ACTIN’ marks pleaded in the Notice of Opposition, alone or in combination with other
words or designs, unless otherwise stated in the Interrogatory or Document Request or Request
for Admission.

J. The word “or” shall be conjunctive or disjunctive and the word “and” shall be

conjunctive or disjunctive whenever the context permits such construction.
INTERROGATORIES
INTERROGATORY NO. 1
State the address of each location at which Applicant maintains an office or other place of
business where there is any authority relating to the present or intended use of DIRACTIN and

describe the dates of operation and functions carried out at each office or other such place of

business.



INTERROGATORY NO. 2

Briefly state the nature of Applicant’s principal business and the period of time during
which Applicant has conducted such business.

INTERROGATORY NO. 3

Identify the person(s) who first conceived of and/or decided to adopt Applicant’s Mark as

a possible mark for use by Applicant.

INTERROGATORY NO. 4

Identify all documents referring or relating to such first conception and adoption of

Applicant’s Mark.
INTERROGATORY NO. 5

Identify Applicant’s officers by name, title, and business address.

INTERROGATORY NO. 6

State the name(s) and address(es) of the principal officer(s) of each past and present
importer and distributor of Applicant’s goods sold under Applicant’s Mark in the United States.
INTERROGATORY NO. 7

Identify the person(s) most knowledgeable regarding Applicant’s goods sold or intended
to be sold under Applicant’s Mark in the United States.

INTERROGATORY NO. 8

For each product identified in Application Serial No. 77/070,074, state the date of first
use of Applicant’s Mark in commerce in or with the United States.

INTERROGATORY NO. 9

State with regard to Applicant’s use of its DIRACTIN Mark on or in cormection with

each product on which the mark has been used in the United States, the date of commencement



of use, the commencement date of each period of nonuse; the reason for each such period of

nonuse; and the date when use was resumed.

INTERROGATORY NO. 10

Identify the person(s) most knowledgeable about Applicant’s sales, marketing,

advertising, and promotion of its products under Applicant’s Mark in the United States.

INTERROGATORY NO. 11

Identify by publication, title, issue date, and page number, all written or electronic
publications from every source in which Applicant advertised, promoted or otherwise referred to

products offered for sale under Applicant’s Mark in the United States since Applicant’s first use

in commerce.

INTERROGATORY NO. 12

Identify each printed and electronic publication in which the products intended to be sold
under Applicant’s Mark are described or referred to.

INTERROGATORY NO. 13

Identify all agreements including, but not limited to, licenses, permissions or consents
entered into by Applicant and any other entities relating to use of the Applicant’s Mark in the
United States and identify all documents relating or referring to each such agreement.
INTERROGATQRY NO. 14

Identify by cities and dates every trade show, trade fair, trade convention and other

promotional trade events where Applicant’s products have been promoted or are planned to be

promoted in connection with Applicant’s Mark in the United States.



INTERROGATORY NO. 15

Identify each instance of actual confusion involving Applicant’s Mark and Opposer’s

Mark, including the name and address or contact information of each person who has knowledge

of the actual confusion.

INTERROGATORY NO. 16

Identify each channel of distribution in the United States within which Applicant’s

products are or are intended to be promoted, distributed, and sold in connection with Applicant’s

Mark.

INTERROGATORY NO. 17

Identify each geographical area of trade in the United States within which Applicant’s

products are or are intended to be promoted, distributed, and sold in connection with Applicant’s

Mark.

INTERROGATORY NO. 18

Identify each class of purchaser to which Applicant has sold or intends to sell Applicant’s

goods under Applicant’s Mark in the United States.

INTERROGATORY NO. 19

Describe Applicant’s business relationship with McNeil Specialty Pharmaceuticals /
McNeil Consumer and Specialty Pharmaceuticals, subsidiary of Johnson & Johnson, insofar as
the relationship refers, relates or pertains, directly or indirectly, to Applicant’s Mark DIRACTIN.
INTERROGATORY NO. 20

Describe  Applicant’s business relationship with TDT, subsidiary of Celtic

Pharmaceutical Holdings LP, insofar as the relationship refers, relates or pertains, directly or

indirectly, to Applicant’s Mark DIRACTIN.



INTERROGATORY NO. 21

State the facts on which each of Applicant’s “affirmative defenses” as pleaded in

“AFFIRMATIVE DEFENSES” Paragraphs 1-8 of Applicant’s Answer to Opposer’s Notice of

Opposition are based.

INTERROGATORY NO. 22

Identify each and every person known by Applicant to have supplied information for, or
participated in responding to, these interrogatories, Opposer’s First Request for Production of

Documents and Things, and Opposer’s First Requests for Admissions.

Respectfully submitted,

SC

RING CORPORATION

By:

avid J. Kera
Beth A. Chapm
Oblon, Spivak, McClelland,
Maier & Neustadt, P.C.
1940 Duke Street
Alexandria, Virginia 22314
(703) 413-3000
fax (703) 413-2220

e-mail: tmdocket@oblon.com
Date: May / éL , 2008

DIJK/BAC/mjo  {1atty\DYK\1246-314399US-int.doc}




CERTIFICATE OF SERVICE

I hereby certify that a true copy of the foregoing OPPOSER’S FIRST SET OF
INTERROGATORIES TO APPLICANT was served on counsel for Applicant, this / A
day of May, 2008, by sending same via international air mail service, prepaid, to:

Stacey J. Farmer, Ph.D., Esq.
GRUND INTELLECTUAL PROPERTY GROUP
Nikolaistrasse 15
D-80802 Munich
Germany
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Attorney Docket No.: 314399US21

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
ot LR IATES TALENTL AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
==l R ARADEMARK TRIAL AND APPEAL BOARD

)
SCHERING CORPORATION, )
)
Opposer, )
)
v ) Opposition No.: 91/180,212
) Appln. Serial No. 77/070,074
IDEA AG, ) Mark: DIRACTIN
) .
Applicant. )
)

The Trademark Trial and Appeal Board
P.O. Box 1451

Alexandria, VA 22313-1451

OPPOSER'S FIRST REQUESTS FOR ADMISSIONS
Opposer, SCHERING CORPORATION (“Opposer”), pursuant to Rule 36(a),

Fed.R.Civ.P., and the Trademark Rules 2.116(a) and 2.120(h), hereby requests that Applicant,
IDEA AG (“Applicant”), admit the following;

DEFINITIONS AND INSTRUCTIONS

A. The definitions and instructions contained in Opposer’s First Set of
- Interrogatories (the “interrogatories™) are incorporated herein by reference.
B. If any request for an Admission is denied or objected to, in whole or in part,

Applicant shall state in detail the reasons for the denial or objection.

REQUESTS

1. Admit that Applicant has not used Applicant’s DIRACTIN Mark in commerce in

or with the United States.



2. Admit that Applicant has used Applicant’s DIRACTIN Mark in commerce in or

with the United States.

3. Admit that Applicant can claim no rights prior to December 22, 2006 in the
DIRACTIN Mark in the United States.

4. Admit that Applicant does not have a bona Jfide intention to use the DIRACTIN
Mark in connection with pharmaceutical preparations for medical and therapeutic use namely, '
the prevention and treatment of pain.

5. Admit that Applicant does not have a bona Jfide intention to use the DIRACTIN
Mark in connection with pharmaceutical preparations for dermal administration, to treat pain and

inflammation.

6. Admit that Applicant did not conduct a search for possibly conflicting marks prior
to Applicant’s selection of Applicant’s DIRACTIN Mark.

7. Admit that no one on Applicant’s behalf conducted a search for possibly
conflicting marks prior t.o Applicant’s selection of Applicant’s DIRACTIN Mark.

8. Admit that Applicant did not conduct a search for possibly conflicting marks prior
to Applicant’/s filing of Application Serial No. 77/070,074.

9. Admit that no one on Applicant’s behalf conducted a search for possibly
conflicting marks prior to Applicant’s filing of Application Serial No. 77/070,074.

10.  Admit that Applicant knew about the use of Opposer’s Marks before selecting

Applicant’s DIRACTIN Mark for use by Applicant.

11, Admit that Applicant knew about the use of Opposer’s Marks before filing

Applicant’s application to register Applicant’s DIRACTIN Mark.



12. Admit that Opposer’s TINACTIN® Mark is famous in the United States for
pharmaceutical preparations and particularly antifungal preparations.
13.  Admit that Opposer’s TINACTIN® Brand pharmaceutical preparations are used

to treat fungal infections.

14, Admit that Opposer’s TINACTIN® Brand pharmaceutical preparations are used

to treat burning/itching of the skin.

15. Admit that Opposer’s TINACTIN® Brand pharmaceutical preparations are used
to treat chaffing/cracking of the skin.

16.  Admit that on December 22, 2006, Stacey J. Farmer, Esq. electronically signed
the Declaration supporting Applicant’s application including the facts relating to Applicant’s
asserted ownership of the mark, and submitted same to the USPTO.

17. Admit that on December 22, 2006, Stacey J. Farmer, Esq. electronically signed
the Declaration supporting Applicant’s application including the facts relating to any other
entity’s right to use the mark in commerce, and submitted same to the USPTO.

18.  Admit that on May 30, 2007 Stacey J. Farmer, Esq. submitted to the USPTO a
statement that the term “DIRACTIN” has no known significance in the Applicant’s trade or
industry, any geographical significance, or any meaning in any foreign language.

19.  Admit the genuineness pursﬁant to Fed.R.Civ.P. 36(a)(1)(B) of all documents
produced by Applicant in response to Opposer’s First Set of Interro gatories and First Request for
Production of Documents and Things. |

20.  Admit that attached as Exhibit 1 are three pages from Applicant’s website

<www.idea-ag.de> and that on the third page is the statement “The Company’s, clinically late

stage, leading products are in the area of pain and dermatology.”



21, Admit the truth of the statements set forth in both Opposer’s Request for
Admission No. 20 and Exhibit 1.

22, Admit that attached as Exhibit 2 is the corporate fact sheet from Applicant’s

website <www.idea-ag.de>, and that on the first page is the statement “The Company’s leading

products are in the area of dermatology and pain.”

23.  Admit the truth of the statements set forth in both Opposer’s Request for
Admission No. 22 and Exhibit 2.

Respectfully submitted,

SCHERING CORPORATION

| J& Y

David J. Kera

Beth A. Chapman

Oblon, Spivak, McClelland,
Maier & Neustadt, P.C.
1940 Duke Street
Alexandria, Virginia 22314
(703) 413-3000

fax (703) 413-2220

e-mail: tmdocket@oblon.com

Date: May [ D 2008
DJK/BAC/mjo  {1atty\DIK\1246-314399US-adm.doc}




EXHIBIT 1
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